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DETAILED ACTION 



1. 



This office action is in response to communication filed on 9/10/2009. 



2. 



Claims 1-2, 4-7, 9, and 1 1-20 are presented for examination. 



Claim Rejections - 35 USC $ 103 



The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1- 2, 4-6, 1 1-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Herz (5,835,087 hereinafter Herz) in view Ebisawa (5,946, 664 
hereinafter Ebisawa) further in view of Brown et al. (20020068525 hereinafter Brown) 

With respect to claims 1 , 4-6, 11-18, Herz teaches an in contents-advertising 
method wherein advertisement information provided beforehand is included in digital 
contents activated by a user terminal (Summary). Activating in a user terminal in a 
program by a user the digital content and determining that the digital contents have 
been activated by the user (col. 55, lines 45-54); transferring an identifier of the digital 
contents and an identifier of the user to an advertising information server when the 
digital contents have been activated by the user (col. 55, lines 45 to col. 56, lines 1-14); 
selecting and retrieving advertising information by the advertising information server 
based on the digital contents identifier and the user identifier and transferring the 
retrieved advertising information to the user terminal (col. 60, lines 1 1-20); inserting the 
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retrieved advertising information in the digital contents such that the advertising 
information is automatically selected and retrieved from the advertising server, 
transferred to the user terminal and inserted in the digital contents when the digital 
contents are activated in the user terminal by the user (col. 55, lines 45 to col. 56 lines 
1-14; col. 60, lines 1 1-20 and col. 61, lines 4-26); information indicating that 
advertisements may be inserted, advertising information included in the digital content is 
updated with the retrieved advertising information. In Herz, the lists of advertisements 
are pre-selected based on the target profile of the article (col. 55, lines 50-62) and the 
amount that advertisers are willing to pay (col. 40, lines 8-28); receiving input from the 
user via a user interface of the program after transferring of the retrieved advertising 
information. In Herz, the advertisements are selected and retrieved based on target 
profile of the news programs (col. 55, lines 50-62) and based on the amount of money 
the advertisers are willing to pay (col. 40, lines 8-28). The advertisements are pre- 
selected before the user interacts with the new news program. 

With respect to the newly amended feature of receiving a download request for 
the digital contents from a user at a contents server of the contents provider and 
forwarding an identifier of the digital contents and an identifier of the user from the 
contents server to the advertising information server and receiving the in-contents 
advertisements from the advertising information server at the contents server for 
insertion in the digital contents; and wherein the in-contents advertisements are 
retrieved from the advertising information server based on the digital contents identifier 
and the user identifier (i.e. Herz teaches the user searching for information, an article is 
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displayed and based on the article's identifier and the user's target profile such as the 
user's likes and dislikes and a second article is displayed to the user (col. 55, lines 45- 
67 and Figure 16, step 1609); 

With respect to the digital contents being activated in a game program. Ebisawa 
teaches activating contents in a racing game program (Abstract and Figure 4). It would 
have been obvious to a person of ordinary skill in the art to have changed the news 
service program of Herz to a game program of Ebisawa in order to attract fun, younger 
users to the system. 

With respect to counting the number of times that the retrieved advertising 
information is transferred and billing the advertiser based on the number of time that the 
advertisement is retrieved and updating a transmission record for the retrieved 
advertising information. Brown teaches on paragraph 0035 tracking the downloaded 
advertisements for billing purposes and saving the information on an ad server. It would 
have been obvious to a person of ordinary skill in the art at the time of Applicant's 
invention to have included the teachings of Brown of counting the number of times that 
the retrieved advertising information is transferred and billing the advertiser based on 
the number of time that the advertisement is retrieved and updating a transmission 
record for the retrieved advertising information in order to bill the advertisers not for 
advertisements spots but for the ads that are actually downloaded therefore improving 
the way that advertisers are billed. 
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With respect to creating advertisement information and providing said 
advertisement information to the advertisement information server; providing 
advertisement structure information containing at least portions and times 
regarding where advertisement insertion can be made in the digital contents to the 
advertisement information server; and creating and providing advertisement information 
created based on said advertisement structure information and specified information 
from the advertiser. Herz teaches creating advertisement information and providing 
said advertisement information to the advertisement information server (i.e. the 
information about the user's likes and dislikes (i.e. advertisement information) is 
provided to the advertiser server (i.e. advertisement information server) in order to 
target the advertisements accordingly). With respect to the structuring the 
advertisements containing at least a portions and times regarding where advertisements 
can be made in the digital contents. Official Notice is taken that it is old and well known 
to create advertisements structure information containing at least portions and times 
regarding where advertisement insertion can be made in the digital contents. For 
example, advertisements tags/codes and the like identifying the type of information and 
the time of insertion is old and well known in order to determine exactly the right time to 
insert an audio versus visual information or the like into a TV program based on the 
format and type/identity of data to be inserted. It would have been obvious to a person 
of ordinary skill in the art at the time of Applicant's invention to have included creating 
advertisement information and providing said advertisement information to the 
advertisement information server; providing advertisement structure information 
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containing at least portions and times regarding where advertisement insertion can be 
made in the digital contents to the advertisement information server; and creating and 
providing advertisement information created based on said advertisement structure 
information and specified information from the advertiser in order to obtain the above 
mentioned advantage. 

With respect to claim 2-3, Herz further teaches providing the advertising 
information by the advertising server to the contents provider for insertion in the digital 
contents (Figure 1). 

Claim 19 further recites the digital contents including a moving image and the 
advertising information is included in the predetermined part of the digital contents. 
Ebisawa teaches a driving game (digital content), the advertisements A-C being 
displayed in a predetermined scene or location of the racing game in order to target the 
ads based on the moving images. It would have been obvious to a person of ordinary 
skill in the at the time of Applicant's invention to have included the digital contents 
including a moving image and the advertising information is included in the 
predetermined part of the digital contents in order to achieve the above mentioned 
advantage. 

Claim 20 further recites that the program a driving game program and it includes 
a vehicle operated by the user and the advertisement being provided on the exterior of 
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the vehicle. Official Notice is taken that it is old and well known for game programs and 
the like to provide different life like features such as vehicles and allowing the user to 
drive or manipulate these features in order to provide a life like experience for the users. 
Advertising on different locations such as vehicle's exterior is old and well known to 
attract the user's attention. It would have been obvious to a person of ordinary skill in 
the art at the time of Applicant's invention to have included a vehicle operated by the 
user and placing advertisements on the exterior of the vehicle in order to achieve the 
above mentioned advantage. 

4. Claims 7 and 9 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herz in view of Ebiswa further in view of Brown further in view of Wiser et al 
(6,385,596 hereinafter Wiser). 

Claims 7 and 9, further recite recording the transmission state of information and 
imposing fees based on said recording results. Wiser teaches lower quality "clips" are 
available as free sample for previewing while high fidelity audio image are available for 
purchase (see Figure 14). It would have been obvious to a person of ordinary skill in the 
art at the time of Applicant's invention to have included fees based on said recording 
results in order for advertisers to get paid for high fidelity recording products. 



Response to Arguments 

5. Applicant's arguments filed 7/31/2009 have been fully considered but they are 
not persuasive. 
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6. Applicant states that in Herz the advertisements are chosen randomly and not 
targeted based on user profile. The Examiner disagrees with Applicant because the 
advertisements presented to the users are based on feedback the users have provided 
in the past articles read, "target profile" (col. 55, lines 45-67). 

7. With respect to Applicant's arguments pertaining to the Official Notice taken, the 
Examiner wants to point out that the retrieval of the in-contents advertisements from the 
advertising information server based on the digital contents identifier and the user 
identifier is taught by Herz which teaches the user searching for information, an article is 
displayed and based on the article's identifier and the user's target profile such as the 
user's likes and dislikes and a second article is displayed to the user. The Examiner 
had taken official notice to simply fill up the gap of creating advertisements structure 
information containing at least portions and times regarding where advertisement 
insertion can be made in the digital contents. The Examiner has provided an example 
of advertisements tags/codes and the like identifying the type of information and the 
time of insertion in order to determine exactly the right time to insert an audio versus 
visual information or the like into a TV program based on the format and type/identity of 
data to be inserted and Applicant hasn't provided a proper challenge that would at least 
cast reasonable doubt that the known facts weren't known prior to Applicant's invention. 
See MPEP 2144.03. 



Point of contact 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert A. Weinhardt can be reached on (571)272-6633. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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